IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

REX F. DARLI NGTON,
Pl aintiff, : ClVIL ACTI ON
V. : NO. 10- CV- 7451
H GH COUNTRY ARCHERY, :
Def endant .
MEMORANDUM AND ORDER

Joyner, C.J. August 8, 2011

Before this Court are Defendant Hi gh Country Archery’s
Motion to Dismss (Doc. No. 4), Plaintiff Rex F. Darlington’s
response in opposition thereto (Doc. No. 5), and Defendant’s
reply in further support thereof (Doc. No. 8.) For the reasons
set forth in this Menorandum the Court denies the Mdtion to
Dism ss but transfers the case to the United States District
Court for the Eastern District of Tennessee.

. BACKGROUND

In 2007, H gh Country Archery, Inc., (“AOd HCA’) filed a
patent-infringenment suit against Rex F. Darlington and his
conpany, Darton Inc., in the United States District Court for the
Eastern District of Tennessee. Darlington and Darton deni ed that
they had infringed Od HCA' s patent and filed a counterclaim
against Od HCA, alleging that Ad HCA was infringing Patent No.
6, 990,970 (“the 970 patent”). (Mt. Ex. A Doc. No. 6-1.) The
parties in that case eventually filed a Stipulation of D sm ssal

Wthout Prejudice of All Cainms, which included a forum sel ection
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clause for any future litigation:

The parties further stipulate and agree that if either party
brings a subsequent action relating to any cl ai mbrought herein,
such action shall be filed and prosecuted only in the Eastern
District of Tennessee and they agree that this Court shall have in
personam jurisdiction over the parties in any such action within
its subject matter jurisdiction. This stipulation is binding upon
the parties hereto and their respective enpl oyees, officers,
directors, agents, attorneys, successors, and assigns and al
entities which directly or indirectly control or are controlled by
either of the parties.

(Mt. Ex. B, Doc. No. 6-2.) dd HCA then decl ared bankruptcy,
di ssol ved, and sold its assets to Hunters Heritage Goup, LLC, a
Tennessee conpany owned and operated by the son of one of Ad
HCA's principals. (Mt. Mem 2, Doc. No. 4-1; Resp. 1-2, Doc.
No. 5.) Hunters Heritage G oup, LLC, uses the nane “Hi gh Country
Archery” in its business. (1d.)

| n Decenber 2010, Darlington filed the present action for
patent infringenment against Hi gh Country Archery (“New HCA”) in
the United States District Court for the Eastern District of
Pennsyl vania. (Conpl., Doc. No. 1.) At issue once again is the
al l eged infringement of the 970 patent. (1d.) New HCA noved to
di sm ss pursuant to Federal Rule of G vil Procedure 12(b)(3),
arguing that the Stipulation of Dismssal fromthe earlier
| awsuit rendered this district an inproper venue. (Doc. No. 4.)

1. GOVERNI NG LAW AND STANDARD OF REVI EW

A defendant may nove to dismss a claimagainst it for
i mproper venue pursuant to Federal Rule of Civil Procedure
12(b)(3). “[Whether venue is proper is determ ned by the
federal venue statute, not the existence of a forum sel ection

cl ause,” Jordan Acquisitions Goup LLC v. Adam Techs., Inc., No.




09-0542, 2009 U.S. Dist. LEXIS 70765, at *12-13 (WD. Pa. Aug.
11, 2009) (citing Stewart Org., Inc. v. Ricoh Corp., 487 U S 22,

28-29 & n.8 (1988)), and the defendant bears the burden of

proving that venue is inproper. Mers v. Am Dental Ass’'n, 695

F.2d 716, 724-25 (3d Gr. 1982).
| f venue is proper but a forum sel ection clause points to
anot her venue, a court may dism ss the claimpursuant to a 12(b)

nmoti on. See Sal ovaara v. Jackson Nat'l Life Ins. Co., 246 F.3d

289, 298 & n.6 (3d Cr. 2001) (per curiam (“There is nuch
di sagreenent over whether dism ssal (where appropriate) should be
made pursuant to Fed. R Cv. P. 12(b)(1), 12(b)(3), or 12(b)(6).

Crescent [International, Inc. v. Avatar Conmunities,

Inc., 857 F.2d 943 (3d Cir. 1988) (per curian),] |eaves no doubt
that a 12(b)(6) dismssal is a perm ssible neans of enforcing a
forum selection clause that allows suit to be filed in another
federal forum”). Nonetheless, “as a general matter, it nakes
better sense, when venue is proper but the parties have agreed
upon a not-unreasonabl e forum sel ection clause that points to
anot her federal venue, to transfer rather than dismss.” [d. at
299. 28 U.S.C. § 1404(a) governs such a transfer. 1d. at 297-98
(citing Stewart Org., 487 U S. at 32).

L11. DI SCUSSI ON

Venue in a patent-infringenment case is governed by 28 U S.C
8§ 1400(b), which provides that “[a]lny civil action for patent
i nfringenent nmay be brought in the judicial district where the
def endant resides, or where the defendant has commtted acts of
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i nfringenment and has a regul ar and established place of
business.” 28 U.S.C. 8 1400(b). Though New HCA states that its
notion for dismssal is based on Darlington’s selection of a
purportedly inproper venue, New HCA does not argue—and certainly
has not net its burden of proving-that venue is inproper under 8
1400(b) or any other federal venue statute. Rather, the
substance of the notion is that the forum sel ection clause shoul d
prevent suit in this district.

Under federal | aw,

[f]orum sel ection clauses are deened presunptively

valid and will be enforced by the forum unless the

party objecting to its enforcenent establishes that:

(1) it is the result of fraud or overreaching; (2)

enforcenent would violate a strong public policy of the

forum or (3) enforcenment would in the particul ar

ci rcunstances of the case result in litigationin a

jurisdiction so seriously inconvenient as to be

unr easonabl e.

Hall v. Ski Shawnee, Inc., No. 06-0275, 2006 U S. Dist. LEXIS

72741, at *5-6 (E.D. Pa. Cct. 4, 2006); see also Jumara v. State

Farmlins. Co., 55 F.3d 873, 880 (3d G r. 1995) (“Where the forum

selection clause is valid, which requires that there have been no
“fraud, [undue] influence, or overweeni ng bargai ni ng power,’ the
plaintiffs bear the burden of denonstrating why they shoul d not
be bound by their contractual choice of forum” (quoting The

Brenen v. Zapata O f-Shore Co., 407 U S. 1, 12-13 (1972)). There

IS no suggestion that the forum selection clause in this case was
t he product of fraud or overreaching, that it would violate
public policy, or that it is otherw se unreasonable. Thus, the

Court finds it valid and enforceable, and the question is sinply
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whether it applies to Darlington’s clai magainst New HCA.
The forum sel ection clause states that it is binding on,
anong ot her persons, “successors” and “assigns” of either party

to the Stipulation. Black’'s Law Dictionary includes inits

definitions of the various kinds of “successors” “[o0] ne who
succeeds to the assets of a corporation upon its dissolution.”
(9th ed. 2009.) It defines an “assign” or “assignee” as “[0] ne
to whom property rights or powers are transferred by another.”
Id. Simlarly, the verb “assign” neans to “convey,” and to
“convey” is to “transfer or deliver (sonething, such as a right
or property) to another, esp. by deed or other witing.” 1d.

Darlington not only acknow edges that “New HCA . . . bought
the assets of O d HCA out of bankruptcy,” (Resp. 3), but further
al l eges that these very assets are the subject of both suits.
(See Compl. 1 7 (“H gh Country Archery, Inc. [Od HCA] previously
sold the sane or simlar infringing products that Defendant [ New
HCA] is currently selling . . . .” (enphasis added).) Moreover
Darlington asserts that “the clains in [the previous] |awsuit
were w t hdrawn because A d HCA was on the verge of bankruptcy.”
(Resp. 2.) That the parties woul d nonet hel ess i ncl ude | anguage
in the Stipulation explicitly binding “successors” and *assigns”
thus detracts fromDarlington’s argunent that the parties did not
contenplate the Stipulation’s applying to entities such as New
HCA that would buy O d HCA' s assets. The Court finds the forum
sel ection clause applicable to the present suit.

As noted supra, a court that has found a forum sel ection
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cl ause valid, enforceable, and applicable nay transfer the case
to the stipulated venue under 28 U. S.C. § 1404(a) rather than

di sm ss the case. See al so Jordan Acquisitions, 2009 U S. Dist.

LEXIS 70765, at *19 (transferring); Hall, 2006 U S. Dist. LEXIS
72741, at *11 (“Cenerally, transfer to the proper forumis
preferable to outright dism ssal because it avoids repetitive
notion practice and unnecessary costs.”) .

A notion to transfer is not a prerequisite to transfer under

§ 1404(a). See Salovaara, 246 F.3d at 299 (“[T]here is nothing

in Crescent that precludes a district court, faced with a Rule 12
noti on based on a forum sel ection clause, fromconsidering § 1404
factors to determ ne whether transfer is the better course.”);

Jumara, 55 F.3d at 883 (transferring the case sua sponte based on

§ 1404(a) factors including the existence of a forum selection

clause); Baez v. Prison Health Servs., Inc., No. 06-4923, 2009

U S Dist. LEXIS 78149, at *9 (E.D. Pa. Aug. 27, 2009) (“[E]ven

if venue is proper, the Court may, upon notion or sua sponte,

transfer the action or a part of the action . . . .”).

Section 1404(a) provides that, “[f]or the conveni ence of
parties and witnesses, in the interest of justice, a district
court may transfer any civil action to any other district or
di vision where it m ght have been brought.” 28 U S. C. § 1404(a).
I n deciding whether to transfer under 8§ 1404(a), courts consider
nunmerous factors,

includ[ing] such private interests as the plaintiff’s

forum preference as manifested in the original choice,
the defendant’ s preference, whether the claimarose
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el sewhere, the convenience of the parties as indicated
by their relevant physical and financial condition, the
conveni ence of the witnesses, but only to the extent
that the wi tnesses may actually be unavail able for

trial in one of the fora, and the | ocation of books and
records. Additionally, such public interests as the
enforceability of the judgnent, the relative

adm nistrative difficulty in the two fora resulting
fromcourt congestion, the local interest in deciding

| ocal controversies at honme and the famliarity of the
trial judge with the applicable state law in diversity
cases [are considered].

Siegel v. Honestore, Inc., 255 F. Supp. 2d 451, 456 (E.D. Pa

2003) (citing Jumara, 55 F.3d at 879).

“Wthin this framework, a forum selection clause is treated
as a manifestation of the parties’ preferences as to a convenient
forum” Jumara, 55 F.3d at 880. “Although the parties’
agreenent as to the nost proper forum should not receive
di spositive weight, it is entitled to substantial consideration.”
Id. (citations omtted). *“Thus, while courts normally defer to a
plaintiff’s choice of forum such deference is inappropriate
where the plaintiff has already freely contractually chosen an
appropriate venue.” 1d. Consequently, when a forum sel ection
clause is valid, “the plaintiffs bear the burden of denobnstrating
why they should not be bound by their contractual choice of
forum” |d.

Considering all the factors, ' the Court concludes that

! The private factors weigh heavily in favor of transfer: Mst
significantly, Plaintiff previously stipulated to venue in the Eastern
District of Tennessee. Additionally, Plaintiff is not a resident of this
district, and Defendant’s principal place of business is alleged to be in
Tennessee. (Conpl. Y 4-5.) Wile the Conplaint alleges that the infringing
products are being nade, sold, or used in this district, (id. § 6), there is
no indication that wtnesses woul d be unavailable in Tennessee or that records
could not be presented there. |Indeed, Plaintiff previously litigated simlar
if not identical claims in the Eastern District of Tennessee, and Defendant
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Darli ngton should be bound by his stipulated choice of forum
Thus, the case should be transferred to the United States
District Court for the Eastern District of Tennessee.

V. CONCLUSI ON

For the foregoing reasons, the Motion to Dismss is denied
but the case is transferred to the United States District Court
for the Eastern District of Tennessee pursuant to 28 U S.C. 8§

1404( a) .

wi shes to do so now.

As for the public factors, the scales are evenly bal anced. For exanple,
there is no indication that the docket is nore congested, that the judgnent
could not be enforced as easily, or that federal patent |aw could not be
interpreted and applied as capably in one of the districts.
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I N THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

REX F. DARLI NGTON,

Plaintiff, E CIVIL ACTION

v. E NO. 10- CV- 7451

H GH COUNTRY ARCHERY, '

Def endant .

ORDER
AND NOW this 8th day of August, 2011, upon

consi deration of Defendant’s Motion to Dismss (Doc. No. 4),
Plaintiff’'s response in opposition thereto (Doc. No. 5), and
Defendant’s reply in further support thereof (Doc. No. 8), and
for the reasons set forth in the acconpanyi ng Menorandum it is
hereby ORDERED that the Motion to Dismiss is DENIED but that the
case i s TRANSFERRED to the United States District Court for the

Eastern District of Tennessee pursuant to 28 U . S.C. § 1404(a).

BY THE COURT:

s/J. Curtis Joyner
J. CURTIS JOYNER, C.J.




